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DECLARATION OF WILLIAM J 


EGAN, III 


I, William J. Egan, III, hereby declare and state that: 

1 . I am a principal with the law firm of Fish & Richardson P.C., and attorney of 
record for Applicants in this matter. I am a member in good standing and registered to practice 
before the United States Patent and Trademark Office. I have personal knowledge of the facts 
contained in this declaration and can competently testify to them. 

2. During the time frame of just before May 1, 1992 to August 31, 1992, 1 was a 
principal with the law firm Heller, Ehrman, White & McAuliffe ("Heller"). Also during this 
time frame, Lawrence J. Shaw ("Mr. Shaw") was a registered patent agent who worked with me 
at Heller, and who was involved in the preparation of the parent of the subject application. The 
parent application was filed on August 31, 1992 and issued as U.S. Patent 5,639,423 on June 17, 
1997. 


CERTIFICATE OF MAILING BY FIRST CLASS MAIL 


I hereby certify under 37 CFR § 1.8(a) that this correspondence is being 
deposited with the United States Postal Service as first class mail with 
sufficient postage on the date indicated below and is addressed to the 
Assistant Commissioner for Patents, Washington, D.C. 20231. 
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3. 


We exercised due diligence in this country in preparing and filing the parent 


application from the period extending from prior to May 1, 1992 to August 31, 1992, as 
evidenced by the following: 


• On April 8,1992, 1 had a telephone conference with Scott A. Taper, Jr. ("Mr. 
Taper") of the Office of Technology Licensing ("OTL") at the University of 
California, Berkeley regarding preparation of the parent application. 
Subsequently, on April 9, 1992, 1 spoke with Dr. M. Allen Northrup ("Dr. 
Northrup"), one of the inventors of the subject matter of the application, regarding 
its preparation. Specifically, we discussed the fact that we would prepare an 
outline of the application, which would be expanded on later in a future meeting 
with Dr. Northrup (Exhibit A). 

• On May 11, 1992, 1 met with Dr. Northrup and Professor Richard M. White 
("Prof. White"), the other inventor of the subject matter of the application. 
During the meeting, we discussed the content of the application as well as a 
schedule for the preparation of a draft of the application and a date by which we 
hoped to file it (Exhibit B, which includes notes of that meeting). 

• On June 2, 1992, a rough draft of the parent application was faxed to Dr. Northrup 
and Prof. White. A copy of this draft was also sent to Mr. Taper (Exhibit C). 

• After receiving the inventors' comments on the draft of June 2, 1992, the 
application was revised, and the revised draft was sent to Dr. Northrup and Prof. 
White on July 8, 1992 (Exhibits D and E). 
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• Thereafter, the application was again revised and that draft of the application was 
sent via Federal Express on August 28, 1992 to Dr. Northrup and Prof. White 
(Exhibit F). 

• On August 3 1 , 1 992, the application was filed in the U.S. Patent and Trademark 
Office. A copy of the filed application was sent to Mr. Taper, Dr. Northrup, and 
Professor White on the same day (Exhibit G). 

4. I hereby declare that all statements made herein of my own knowledge are true 
and that all statements made on information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under 18 U.S.C. § 1001 and that such 
willful false statements may jeopardize the validity of the application or any patents issuing 
thereon. 


WJE/mxj 

Fish & Richardson P.C. 
2200 Sand Hill Road, Suite 100 
Menlo Park, CA 94025 
Telephone: (650) 322-5070 
Facsimile: (650) 854-0875 
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CERTIFICATE OF MAILING BY FIRST CLASS MAIL 

I hereby certify under 37 CFR § 1.8(a) that this 
correspondence is being deposited with the United States 
Postal Service as first class mail with sufficient postage on 
the date indicated below and is addressed to the Assistant 
Commissioner for Patents, Washington, D.C. 20231. 
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HELLER, EHRMAN, WHITE & McAUUFFE 

TELEPHONE/PERSONAL CONFERENCE MEMO 

Fie no. \jboM^j2£-d 


Time 


Place. 


Conference with 


To. 


Telephone: 
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Confirmation 


Required 


Expected 


Client 


Matter 


Attorney. 
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525 UNIVERSITY AVENUE 
PALO ALTO. CALIFORNIA 94301-1006 
FACSIMILE (415) 324-0638 
TELEPHONE |*l5t 32ft- 7800 


60I SOUTH FIGUEROA STREET 
LOS ANGELES. CALIFORNIA 90017-5756 
FACSIMILE (2131 614- 1866 
TELEPHONE (213) 689-0200 


1300 S.W. FIFTH AVENUE 
PORTLAND, OREGON 97201-5696 
FACSIMILE (503) 241-0950 
TELEPHONE (503J 227-7400 


HELLER, EHRMAN, WHITE & McAULIFFE 

ATTORNEYS 

A PARTNERSHIP INCLUDING PROFESSIONAL CORPORATIONS 

333 BUSH STREET ■ SAN FRANCISCO, CALIFORNIA 94104-2878 
CABLE HELPOW - TELEX 18-4- 996 * FACSIMILE t-415) 772-6268 
TELEPHONE (4)51 772-6000 


June 2, 1992 


701 FIFTH AVENUE 
SEATTLE. WASHINGTON 96104-7098 
FACSIMILE 12061 **7-06*9 
TELEPHONE (2061 4*7-0900 


I20I PACIFIC AVENUE 
TACOMA. WASHINGTON 96402-4308 
FACSIMILE 12061 572-6743 
TELEPHONE (206I 572-6666 


SSO WEST 7TH AVENUE 
ANCHORAGE, ALASKA 99SOI-357I 
FACSIMILE [90 7) 277*020 
TELEPHONE 1907) 277-1900 


WRITER'S DIRECT DIAL NUMBER 

(415) 772-6149 


18043-0021 


Scott A. Taper, Jr. 
Licensing Associate 

University of California at Berkeley 
Office of Technology Licensing 
2150 Shattuclc Avenue, Suite 510 
Berkeley, CA 94704 

Re: U.S. Patent Application for 
Microfabricated Reactor 


Dear Mr. Taper: 

Enclosed is a copy of the rough draft of the patent 
application which was faxed to M. Allen Northrup and Richard M. 
White on June 2, 1992. 

Very truly yours, 

Heller, Ehrman, White 
& McAuliffe 



Carol Sowards 

Secretary to Laurence J, 

Registered Patent Agent 


Shaw 
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60I SOUTH FIGUEROA STREET 
LOS ANGELES. CALIFORNIA OOOI7-S7S8 
FACSIMILE (213) 614- 166* 
TELEPHONE (2(3) 669-0200 


HELLER, EHRMAN, WHITE & McAULIFFE 

ATTORNEYS 

A PARTNERSHIP INCLUOINO PROFESSIONAL CORPORATIONS 

333 BUSH STREET • SAN FRANCISCO, CALIFORNIA 94104-2878 
CABLE HELPOW - TELEX 184-996 ■ FACSIMILE 1*15) 772-6268 
TELEPHONE (-4-I5) 772-6000 


July 8, 1992 


701 FIFTH AVENUE 
SEATTLE. WASHINGTON 98104-7098 
FACSIMILE 1208) *47-0849 
TELEPHONE (208) 447*0900 


12 O I PACIFIC AVENUE 
TACOM A, WASHINGTON 98402-4300 
FACSIMILE (206) 572-6743 
TELEPHONE (208) 572-66 66 


1300 S.W. FIFTH AVENUE 
PORTLANO, OREGON 97201-58 96 
FACSIMILE IS03) 241-0950 
TELEPHONE (503) 227-7400 


550 WEST 7TH AVENUE 
ANCHORAGE, ALASKA 99SOI-3S7I 
FACSIMILE (907) 277-1920 
TELEPHONE (907) 277- 1900 


WRITER'S OIRECT DIAL NUMBER 


771-6149 


18043-0021 


M. Allen Northrup, Ph.D. 
Engineering Research Division 
LAWRENCE LIVERMORE NATIONAL LABORATORY 
P.O. BOX 808 

Livennore, California 94551 

Re: U.S. Patent Application 
MICRO FABRICATED REACTOR 


Dear Allen: 

Enclosed please find the latest draft of the above- 
referenced patent application, as well as the previous draft with 
your comments. Please give me a call after you review the 
document . 


Very truly yours, 

Heller, Ehrman, White 
& McAuliffe 


Laurence J. Shaw (/ 
Registered Patent Agent 


LJS:cls 
Enclosures 

cc: William J. Egan, III (w/o encl) 
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PALO ALTO, CALIFORNIA 04301*1908 
FACSIMILE (<*>5* 324-0636 
TELEPHONE (415) 326-7600 


«Ot SOUTH FIGUEROA STREET 
LOS ANGELES, CALIFORNIA 900I7-S788 
FACSIMILE (2131 014-1668 
TELEPHONE (2131 689*0200 


HELLER, EHRMAN, WHITE & McAULIFFE 

ATTORNEYS 

A PARTNERSHIP INCLUOINO PROFESSIONAL, CORPORATIONS 

333 BUSH STREET • SAN FRANCISCO, CALIFORNIA 94104*2873 
CABLE HELPOW- TELEX 164-996 • FACSIMILE (415) 772-6266 
TELEPHONE 14(5) 772-6000 


July 8/ 1992 


701 FIFTH AVENUE 
SEATTLE, WASHINGTON 9810**7006 
FACSIMILE (208) 447-0649 
TELEPHONE (206) 447-OSOO 


I20I PACIFIC AVENUE 
TACOMA, WASHINGTON 98402*4306 
FACSIMILE I206) 572*6743 
TELEPHONE (206 ) 572-66 66 


I30O S.W. FIFTH AVENUE 
PORTLAND, OREGON 97201*5696 
FACSIMILE (503) 241*0960 
TELEPHONE (503) 227*7400 


5SO WEST 7TH AVENUE 
ANCHORAGE, ALASKA 9950I-3S7I 
FACSIMILE (907) 277*1920 
TELEPHONE I9Q7) 277- 1900 


WRITER'S DIRECT DIAL NUMBER 


771-6149 


18043-0021 


Professor Richard M. White 
Berkeley Sensor and Actuator Center 
497 Cory Hall 
UC Berkeley 

Berkeley, California 94720 

Re: U.S. Patent Application 
MI CROFABRI CATED REACTOR 


Dear Richard: 

Enclosed please find the latest draft of the above- 
referenced patent application, as well as the previous draft with 
your comments. Please give me a call after you review the 
document . 

Very truly yours, 

Heller, Ehrraan, White 
& McAuliffe 



Laurence J. Shaw 
Registered Patent Ag< 
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cc: William J. Egan, III (w/o encl) 
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PALO ALTO, CALIFORNIA 9*30I-I90e 
FACSIMILE (415) 324-0636 
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60I SOUTH FIGUEROA STREET 
LOS ANOELCS. CALIFORNIA 900I7-S7SS 
FACSIMILE (213) 61-4-1868 
TELEPHONE (213) 689-0200 
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August 28, 1992 


701 FIFTH AVENUE 
SEATTLE. WASHINGTON 98104-7098 
FACSIMILE (206 ) 447-0 6«9 
TELEPHONE (206J 447-0900 


J20I PACIFIC AVENUE 
TACOMA, WASHINGTON 98402-4308 
FACSIMILE (2061 572-6743 
TELEPHONE (200) S72-6666 


1300 S.W. FIFTH AVENUE 
PORTLAND, OREGON 97SOI-5698 
FACSIMILE (S03) 241-0950 
TELEPHONE (503) 227-7400 


SSO WEST 7TH AVENUE i 
ANCHORAGE, ALASKA 99SOI-3S7I 
FACSIMILE I907] 277*020 
TELEPHONE (907) 277- 1900 


WRITER'S DIRECT DIAL NUMBER 
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S b 7 5 E 1 1 b M □ 

Richard M. White 
350 Panoramic Way 
Berkeley, CA 94704 


VIA FEDERAL EXPRESS 51o72211bSl 

M. Allen Northrup 
923 Creston Road 
Berkeley, CA 94708 


Re: U.S. Patent Application 

MICROFABRICATED REACTOR 

Gentlemen: 

Enclosed for your review is the latest draft of the above-identified patent 
application. This application incorporates the changes and suggestions made to date. 

This application is to be filed on Monday, August 31. Please contact me 
on Monday morning with your comments, if any. 


Very truly yours, 




Laurence J. Shaw 
Registered Patent Agent 


Enclosures 

cc: William J. Egan, III (w/o enc,) 
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SEATTLE, WASHINGTON 98104-7096 
FACSIMILC (206) 447-0649 
TCLCPHONC (206) 447-OBOO 


12 O I PACIFIC AVCNUC 
TACOMA, WASHINGTON 96*02-4306 
FACSIHILC 1206) 572- « 743 
TCLCPHONC (206) 572-6666 


SSO WEST 7TH AVCNUC 
ANCHORAGE, ALASKA 99SOI-357I 
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WRITER'S OIRCCT DIAL NUMBER 

(415) 772-6149 


18043-0021 


Scott A. Taper, Jr. 
Licensing Associate 

University of California at Berkeley 
Office of Technology Licensing 
2150 Shattuck Avenue, Suite 510 
Berkeley, CA 94704 

Re: U.S. Patent Application for 
Microf abricated Reactor 

Dear Mr. Taper: 

Enclosed is a copy of the subject patent application 
which was submitted to the U.S. Patent and Trademark Office for 
filing today. 


Very truly yours, 



Patricia A. Hoffman 
Secretary to Laurence J. Shaw 
Registered Patent Agent 


enclosure 


cc: 


M. Allen Northrup (w/encl. and original photo) 
Richard M. White (w/encl.) 
William J. Egan, III (w/encl.) 


